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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4-7, 9-15, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 5,968,705 to Yamada et al. in view of JP 1 1-269204. 

Yamada teaches a process for forming a polymerized toner where an aqueous 
dispersion of polymerized monomer, colorant, and an initiator are formed into droplets that are 
maintained at a temperature lower than a target polymerization temperature by about 10 to 
about 40 °C, a step of raising the temperature of the dispersion at the rate of about 1 to about 
20 °C an hour to a temperature lower than the target polymerization temperature by about 5 °C, 
and a step of raising the temperature of the dispersion at the rate of about 3 to about 1 0 °C an 
hour to the target polymerization temperature, whereby the polymerizable monomer component 
is polymerized (Abstract; col. 1, 1. 64 - col. 2, 1. 11; col. 3, 1. 39-43; col. 23, 1. 22-28; col. 24, 1. 21- 
34; col. 24, 1. 66 - col. 25, 1. 19). A dispersant is used in the aqueous medium, which is a metal 
hydroxide (col. 2, 1. 47-57). The dispersion temperature is maintained at a temperature ± 5 °C 
of the desired temperature when the composition is within 5 °C of the target temperature, and 
the temperature of a jacket around the reactor is also controlled (col. 25, I. 27-34). The 
produced toner has a volume average particle diameter of 1 to 20 |jm with a dv/dn ratio of not 
more than 1.7 (col. 25, 1. 50-57). 
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Example 1 presents a specific formulation where the aqueous dispersion of styrene- 
containing monomer composition was charged in a polymerization reactor with agitator. The 
obtained aqueous dispersion of monomer composition was raised from room-temperature to 80 
°C at an average rate of 50 °C /hr, from 80 to 85 °C at an average rate of 1 0 °C /hr, from 85 to 

89 °C at an average rate of 7 °C /hr, and was held at the target polymerization temperature of 

90 °C. See Figure 1. 

Yamada does not disclose the specific of the polymerization reactor, but JP 1 1-269204 
discloses that the inner surface of aqueous phase polymerization containers effectively have a 
silane polymer coating with a surface roughness (Ra) of 0.3 to 10 Mm (H [0008]). The container 
is made of SUS 304, which is a stainless steel [0014]). Stainless steel is a corrosion resistant 
metal. This reactor prevents adhesion of material on the side of the reactor tank (U [0002]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a stainless steel reactor in the process of Yamada having a inner 
surface with a roughness within the range of the disclosure, such as 0.3 |jm, because the JP 
'204 document teaches this reactor prevents adhesion of material on the sides of the reactor. 
Optimization of the surface roughness within the scope of the roughnesses taught by the JP 
document would have been obvious given the specifically disclosed characteristics disclosed in 
the JP document. See Eisai Co. Ltd. v. Dr. Reddy's Labs., Ltd., 87 U.S.P.Q.2d 1452 (Fed. Cir. 
2008). 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
5,968,705 to Yamada etal. in view of JP 11-269204 as applied to claims 1, 2, 4-7, 9-15, and 17 
above, and further in view of JP 2003-287928. 
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Yamada and JP '204 were discussed above. The references do not disclose spraying of 
water on the upper interior portion of a reaction container, but the supporting JP '928 document 
a polymerization process using an aqueous polymerization liquid that is sprayed on the upper 
interior portion of the polymerization container [0074] - [0078]). This spray process reduces 
the formation of "scales" on the interior of the container during large scale production of toner (H 
[0010]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to spray aqueous polymerization liquid on the upper interior portion of the 
polymerization container in Yamada's process because this reduces the formation of scales or 
deposits of material that can fall into the liquid polymerization composition and destabilize the 
polymerization process. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
5,968,705 to Yamada etal. in view of JP 11-269204 as applied to claims 1, 2, 4-7, 9-15, and 17 
above, and further in view of JP 2003-277405. 

Yamada and JP '204 were discussed above. The references do not disclose buff or 
electrolytic polishing of the interior surface of the metal container to give the desired surface 
roughness, but JP 2003-277405 discloses that the interior of a polymerization container can be 
given a desired roughness, such as an Rmax of 0.5 to 1.2 |jm, by polishing [0004] & [0005]). 
Both buff and electrolytic polishing are disclosed (H [001 1]). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to polish the stainless steel container in Yamada to obtain a surface 
roughness as taught by JP '204 using buff or electrolytic polishing because the supporting JP 
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'405 reference teaches that these techniques are effective to give the desired surface 
roughness to a polymerization container. 

Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,968,705 toYamada etal. in view of JP 11-269204 as applied to claims 1,2,4-7, 9-15, 
and 17 above, and further in view of US Patent 5,958,640 to Hasegawa et al. 

Yamada and JP '204 were discussed above and those discussions are incorporated 
here. The references do not disclose the formation of a shell on the toner, but Hasegawa 
teaches polymerized toner is effectively covered by a shell (Abstract). The polymerizable core 
composition having a colorant and a polymerizable monomer is polymerized in an aqueous 
dispersion to form the core particles and then shell polymerizable monomer is added to form the 
shell (col. 5, 1. 50 - 67; col. 14, 1. 37-47). The shell gives improved blocking resistance, good 
fixing ability and unform melting ability (col. 5, 1. 8-37). Useful dispersion agents for the 
polymerzable aqueous dispersion include metal hydroxides (col. 10, 1. 22-56). The toner 
particles have a volume average diameter of 0.5 to 20 |jm and a dv/dp ratio of at most 1 .7 (col. 
6, 1. 33-48). See examples. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to polymerize a shell on the surface of the cores formed in the process of 
Yamada because Hasgawa teaches that the shell improves the shelf life of the toner (i.e., 
blocking resistance). This shell can be formed by addition of polymerizable monomer to the 
aqueous polymerizable composition after formation of the toner particles. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on Monday to Thursday from 6:00 to 4:30 Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher RoDee/ 
Primary Examiner 
Art Unit 1795 

12 August 2009 



